Patent US 224C3 
Attorney Docket: 032,290-109 
(formerly END-777) 

REMARKS 

Reconsideration of the rejections set forth in the Office Action mailed April 21, 2006, is 
respectfully requested. Claims 46-49, 54, and 61 have been canceled without prejudice. Claims 
50 and 60 have been amended to include the subject matter from dependent claims 54 and 61, 
respectively. Therefore, no new matter was added with these amendments. Claims 50-51, 55- 
60, 62, and 65-67 remain pending in this application. 



Art Rejections 

Claim 46-51, 55, 56-60, and 65-67 were rejected under 35 U.S.C. § 103(a) as being 
allegedly unpatentable over Campbell et al. (USP Re. 34,936) in view of Kaldany (USP 
5,562,613) and Shiber (USP 5,195,540). 

Applicants respectfully assert that this combination of references would not result in 
deployment of the marker such that "wo part of the marker element extends outside the body,'' as 
required by the claims. As seen in Fig. 6 of Shiber reproduced below, spiral wire 13 clearly 
extends outside the body. 
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Indeed, Shiber requires that the marker is left "sticking out of the patient's body." (See Col. 1, 
lines 26-27; see also CoL 2, lines 33-39 "The proximal section of the spiral wire which is left 
sticking out of the patients body can be bent and taped to the patient's body, to prevent it from 
unscrewing and drifting from the lesion and to reduce discomfort to the patient. Since the spiral 
wire is also visible to the naked eye it serves to readily locate the lesion later on, for example 
during surgery." (emphasis added)) Therefore, the cited art teaches away from the asserted 
combination. 

Additionally, Applicants respectfully assert that there is no motivation to combine the 
references. The marking device of Shiber consists of a spiral wire 13 that is "slid and rotated 
over a guiding needle like a cork screw." (See Col. 2, lines 27-28). Similar to the device of 
Rank, discussed in the Amendment and Response filed on April 12, 2005, the marker is deployed 
by rotating the marker. The marking device of Shiber would not be operable for deployment 
through a side exit port of Campbell in view of Kaldany because it could not be released through 
a side port because it is coiled around a guiding needle, both of which extend from the lesion to a 
point outside of the body. 

Information Disclosure Statement 

In reviewing the signed Form PTO/SB/08A's returned by the Examiner, Applicants note 
that the Examiner has not returned the PTO/SB08A mailed on March 31, 2003; July 15, 2004; 
July 26, 2004; and September 30, 2005 (duplicate copies have been attached for the 
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convenience of the Examiner). Applicants respectfully request that the Examiner review these 
references and return initialed Forms PTO/SB/08A to the Applicants. 

For all the foregoing reasons. Applicants assert the claims are in condition for allowance. 
Favorable action on the merits of the claims is therefore earnestly solicited. If any issues remain, 
please contact Applicant's undersigned representative at (949) 760-9600. The Commissioner is 
hereby authorized to charge any additional fees that may be required to Deposit Accoimt No. 50- 
2862. 

Respectfully submitted, 
O'MELVENY & MYERS llp 

Dated: Julv2L2006 

JCK/DKW/cp 

O'Melveny & Myers LLP 
610 Newport Center Drive, Suite 1700 
Newport Beach, CA 92660-6429 
(949) 760-9600 



By: 

Diane K. Wong 
Reg. No. 54,550 
Attomeys for Applicants 
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INFORMATION DISCLOSURE STATEMENT 



Dear Sin 



Pursuant to 37 C.F.R. §1.56 and in accordance with 37 CJF.R. §§1.97-L98, information 
relating to the above-identified application is hereby disclosed. Inclusion of information in this 
statement is not tQ.be construed as an admission that this information is material as that term is 
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(1) within three months of the filing date of the application, which is not a continued prosecution 
application filed under § l.S3(d); or (2) within three months of entry of the national stage as set forth 
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no fee is required. 
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n However, if the undersigned is in error in this regard. Applicant respectfully requests 
that the Office consider this IDS as filed under 37 CFR § 1 .97(c), if applicable, and a 
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to be submitted under 37 CFR § 1.97(d) and charge the fee due under 37 CFR 
§ L17(p) to the deposit account below. 

□ This IDS is being submitted under 37 CFR § 1 .97(d), that is after a Final Action under 37 
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making reasonable inquiry, no item of information contained in this ©S was known to any 
individual designated in 37 CFR § 1 .56(c) more than three months prior to the filing of this E>S. 
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